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Office Action Summary 



Application No. 

09/763,362 




Examiner 

Thai-An N. Ton 



Applicant(s) 

TOMIZUKA ET AL 



Art Unit 

1632 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on 22 April 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^1 Claim(s) 93-139 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |El Claim(s) 93-139 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)|ElAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received, 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attach me nt(s) 

1 ) O Notice of References Cited (PTO-892) 4) HI Interview Summa ry (PTO-41 3)-Paper_No(s). 



2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s). 



5) O Notice of Informal Patent Application (PTO-152) 

6) Q Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

Applicants' Amendment, filed 4/22/03, Paper No. 11, has been entered. 
Claims 1-25, 84 and 86-92 have been cancelled. Claims 93-139 have been added. 
Claims 26-83, 85 and 93-139 are currently pending. Claims 26-83 and 85 are 
withdrawn from further consideration as being directed to non-elected groups, 
Applicant timely traversed the restriction (election) requirement in Paper No. 8. 
Claims 93*139 are under current examination. 

Any rejection made of record in the prior Office action, mailed 10/23/02, 
Paper No. 9, and not made of record in the instant Office action, has been 
withdrawn in view of Applicants' arguments and/or amendments to the claims. 

Claim Rejections - 35 USC § 112 

Applicants' arguments and/or amendments have overcome the prior rejection 
of claims 1-25 and 84 under 35 USC §112, 1 st \ 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant 'regards as his invention. 
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Art Unit: 1632 

Claims 93 and 113, as written, are unclear. Part (iv) of the claims recites at 
least two chromosome fragments that are not adjacently located in a natural 
chromosome. It is unclear if the two chromosome fragments in the claim are 
adjacently located in the recombinant chromosome. Claims 94-112 and 135 depend 
from claim 93; claims 114-116, 135 depend from claim 113. 

Claims 99, 100 and 102, as written, are unclear. The claims recite that the 
chromosome fragments comprise a human antibody heavy chain gene locus and a 
human antibody light*chain kappa gene locus. It is unclear which fragment 
corresponds to which gene locus. 

Claims 117 and 127, as written, are unclear. The claims recite methods for 
producing recombinant chromosomes, however, the claim language does not state 
that the cells are isolated. Claims 118-126, 136 andl38 depend from claim 117; 
claims 128-134, 137 and 138 depend from claim 127. 
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Conclusion 



No claim is allowed. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to TharAn N. Ton whose telephone number is (703) 
305-1019. The examiner can normally be reached on Monday through Friday from 
8:00 to 5:00 (Eastern Standard Time), with alternating Fridays off. Should the 
examiner be unavailable, inquiries should be directed to Deborah Reynolds, 
Supervisory Primary Examiner of Art Unit 1632, at (703) 305-4051. Any 
administrative or procedural questions should be directed to William Phillips, 
Patent Analyst, at (703) 305-3482. Papers related to this application may be 
submitted to Group 1600 by facsimile transmission. Papers should be faxed to 
Group 1600 via the PTO Fax Center located in Crystal Mall 1. The faxing of such 
papers must conform with the notice published in the Official Gazette, 1096 OG 30 
(November 15, 1989). The CM1 Fax Center number is (703) 872-9306. 
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PRIMARY EXAMINER 
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Patent Examiner 
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